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Application No. 
09/309,396 



Examiner 



App!icant(s) 



Smith et al 



Curtis E. Sherrer 



Group Art Unit 
1761 




® Responsive to communication(s) filed on Apr 17. 2000 

□ This action is FINAL. 

□ Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is closed 
in accordance with the practice under Ex parte Qu^^§35 CD. 11; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire 3 nnonth(s), or thirty days, whichever is 

longer, from the mailing date of this communication. Failure to respond within the period for response will cause the 
application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 
37 CFR 1.136(a). 



Disposition of Claim 

25 Claim(s) 1-11 



is/are pending in the applicat 



Of the above, claim(s) 3-11 
□ Claim(s) 



S Claim(s) 1 and 2 

□ Clalm(s) 

□ Claims 



is/are withdrawn from consideration 

Is/are allowed. 

is/are rejected. 

is/are objected to. 



are subject to restriction or election requirement. 



Application Papers 

'Xj See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing(s) filed on is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on is □ approved Olisapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 

□ All [3ome* flSjone of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) . 

□ received in this national stage application from the international Bureau (PCT Rule 17.2(a)). 
^Certified copies not received: 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e) 

Att£ichment(s) 

X! Notice of References Cited, PTO-892 

□ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

Og Notice of Draftsperson's Patent Drawing Review, PTO-948 

□ Notice of Informal Patent Application, PTO-152 



— SEE OFFICE ACTION ON THE FOLLOWING PAGES - 

U. S. Patent and Trademark Office 
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Part III DETAILED ACTION 

Election/Restriction 

1 . Claims 3-11 are withdrawn from further consideration pursuant to 37 CFR 1 .142(b) as 
being drawn to a nonelected inventions^ there being no allowable generic or linking claim. 
Election was made without traverse in Paper No. 5. 

2. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a petition under 37 CFR 1 v48(b) and by the 
fee required under 37 CFR 1.17(1). 



Drawings 

3. This application has been filed with informal drawings which are acceptable for 
examination purposes only. Formal drawings will be required when the application is allowed. 



Claim Rejections - 35 USC§ 103 
4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that 



Serial Number: 09/309,396 
Art Unit: 1761 



3 



the subject matter as a whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the manner 
in which the invention was made. 

5. Claims 1 and 2 are rejected under 35 U.S.C. 103(a) as being unpatentable over Laws et 
al (U.S. Pat. No. 4,212,895) or Law et al (U.S. Pat. No. 4,218,491). 

6. The '895 patent teaches use of a hop extract comprised of 60-80% alpha acids, 0.3-0.5 
beta acids an "up to 1" wt. percent hop oil (see top of col. 2). The '491 patent shows the use of 
hop extract comprised of 40-75 % alpha acids, 20-40 percent beta acids, and up to 10% hop oil 
(see col. 3, lines 12-22). While neither cited reference teaches the exact composition, '895 
teaches up to 1% hop oil rather than the claimed "in excess of 1%" and '491 teaches over 20% 
beta acids rather than the "less than 20%," these differences are seen to be obvious modifications. 
It would have been obvious to those of ordinary skill in the art to modify the amounts of the 
various hop constituents to derive a final product that contains the proportions and amounts of 
said constituents that the brewmaster desires so as to obtain a beer with the desired balance of 
acids and aromas. Clearly, the mixture of '895 and '491 compositions, for example 50/50, would 
produce the claimed product. 

7. Finally, Applicants' attention is invited to In re Levin, 84 USPQ 232 and the cases cited 

therein, which are considered in point in the fact situation of the instant case, and wherein the 

Court stated on page 234 as follows: 

This court has taken the position that new recipes or formulas for cooking 
food which involve the addition or elimination of common ingredients, or for 
treating them in ways which differ from the former practice, do not amount to 
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invention, merely because it is not disclosed that, in the constantly developing art 
of preparing food, no one else ever did the particular thing upon v^hich the 
applicant asserts his right to a patent. In all such cases, there is nothing patentable 
unless the applicant by a proper shov^ing further establishes a coaction or 
cooperative relationship between the selected ingredients which produces a new, 
unexpected, and useful function. In re Benjamin D. White, 17 C.C.P.A (Patents) 
956, 39 F.2d 974, 5 USPQ 267; In re Mason et al, 33 C.C.P.A. (Patents) 1 144, 
156F.2dl89, 70 USPQ 221. 



8. No claim is allowed. 

9. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Curtis Sherrer whose telephone number is (703) 308-3847. The examiner 
can normally be reached on Tuesday through Friday from 6:30 to 4:30. 

10. If attempts to reach the examiner by telephone are unsuccessful, the examiner*s supervisor, 
Gabrielle Brouillette, can be reached on (703)-308-0756. The fax phone number for this Group 
is (703)-305-3602. 

1 1 . Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0661. 



Conclusion 




Curtis E. Sherrer 
Primary Examiner 
June 29, 2000 



